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REMARKS 

Ajiiei idQlfiPifiLti] dep endent claims L 1 1 ,_and 62. 

Independent claims 1, 1 1, and 62 have been amended. No new matter has been added 
with these amendments. Support for the amendments maybe found in Applicant's Specification 
on page 6, paragraph 2. Entry of this amendment under 37 CFR 1 1 6 is respectfully requested on 
the grounds that it will resolve pending issues and/or will place the application in a better 
cond i I ion for the p u rposes of appeal. 

New independent claim 90 has been added. Support for new independent claim 90 may 
be found in Applicants' Specification on page 5 and page 9. Entry of this amendment under 37 
CVR U 6 is respectfully requested. 

Claims 7 and 14 were cancelled in the prior Response. Accordingly, claims 1-6, 8-1 3 and 
15- 90 will be pending upon entry of (his Response. 

Reconsideration and allowance of the claims is respectfully requested in view of the 
foregoing amendments and/or following remarks. 

Preliminary Matters, 

The Undersigned would like to comment on several preliminary matters before 
addressing the substantive art rejection. 

First, Applicants do not agree with the PTO's statement in Section 111 that the inventions 
ofindcpciident claims 1,11,17, 40, 61 , 62, 63, 76, and 77 are not patcnlably different or distinct. 
In particular, the patentability of independent claims 1 1, 17, 40, 61, 62, 63, 76, and 77 docs not 
stnnd or fall based on the patentability of independent claim 1. Although independent claim 1 
may be the broadest claim, the other independent claims contain limitations that may not be 
ignored by the PTC). Limitations in claims distinguishing over the prior art cannot be ignored. 
In retiocotaLi 184 U,S.P.Q. 38 (C.C.P.A. 1974). 

Second, the Undersigned must respectfully but strongly disagree with the PTO's 
comments in section V. A and B of the Office Action of March 9, 2004, and July 9, 2004, The 
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(erms 'support', 'core', 'active area', 'composite', 'adhesion promoter*, 'channel* and 'heat 
transfer area' arc structural elements of all of the claimed inventions. That is, these terms are 
■ structural components of each of the following inventions, i.e., the apparatus of independent 
chums I and 1 7, the system of independent claim 1 1, the electrochemical cell components of 
independent claims 40, 61, 62, 63, and 77, and the method of independent claim 76. 

As noted hy (he PTO, an applicant may recite features of an apparatus either structurally 
i>r functionally. However, the fact that a structural element maybe preceded by a descriptive 
adjective such as 'electrical conductive*, 'thermally conductive', or 'active' does not negate the 
fuel that the recited element is a structural element that defines an apparatus, system or 

• component. Thai is, the use of a descriptive adjective as part of a label for a structural element 
does not transform that structural clement into a 'functional, characteristic, conditional, physical 
and/or chemical property 1 , The Undersigned respectfully requests support for any position to the 
contrary, II is noted thai the casclaw relied upon by the PTO relates only to functional 

. limitations and not 1o structural elements that have descriptive modifiers. 

The Undersigned must also disagree with the PTO's position that tho identification of an 
'applied inherent property 1 automatically shi Rs the burden to an applicant to provide evidence, 
Rather, the PTO continues to have the burden to satisfy all of the elements of a prima facie case. 
The mere fact that a certain thing may result from a given set of circumstances is not sufficient to 
establish inherency. In re Oeltich, 212 U.S.P.Q. 323, 326 (C.CP.A. 1981). For example, that 
which may be inherent is not necessarily lenown. Obviousness cannot be predicated on what is 
unknown. In re Spormamu 150 U.S.P.Q. 449, 452 (C.C.P.A. 1966). Finally, the Federal Circuit 
noted that \\ retrospective view of inherency is not a substitute for some teaching or suggestion 
supporting an obviousness rejection." In reRijckaerU 28 U.S.P.Q.2d 1955, 1957 (Fed. Cir, 
. 1993) 

Finally, the Undersigned respectfully requests clarification of Section VII of the Office 
Actions of March 9, 2004 and July 9, 2004. Removal orthe final rejection is respectfully 
requested if additional prior art rejections were contemplated by the PTO on the basis of prior art 
: references known to the PTO at the time that cither Office Action was prepared. It is 
respectfully submitted that 'holding back' on additional prior art based rejections that are known 
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10 Ihe PTO at tlic lime an office action is prepared is improper and subjects Applicants to 
unnecessary fees and delay that could result in the loss of patent term. That is, Applicants have 
apparently been deprived or a timely opportunity to respond to all currently known prior art 
references that the PTO feels arc relevant to independent claim 1. The Undersigned apologizes 
in advance if another meaning was intended by the PTO and looks forward to the PTO's 
clarification. 

flajm_Reicctions Und er 35 U.S.C. 6 \Ql(a\ 

Claims 1-6, 8-13, and 15-89 have been rejected under 35 U.S.C. § 103(a) as obvious over 
Fronk el nl. (0,372,376), horcinufler "Fronk", in view of Ledjeff ct al. (5,733,678), hereinafter 
"Lcdjefr and Landi ct al. (5,223,568), hereinafter "Landi". 

To establish a prima facie case of obviousness, three basic criteria must bo met. First, 
there must some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior ail reference (or references when combined) must teach or suggest all the claim 
limitations. MPRP2143. 

Applicant appreciates the PTO's detailed comments but must respectfully disagree. Tn 
particular, the cited combination fails to provide a prima facie case of obvious with respect to 
independent claims 1 , 1 1 , 17, 40, 61, 62, 63, 76, 77 and 90 for the various reasons set forth 
below with respect to the individual claims. 

The Examiner has stated that Fronk discloses, teaches and suggests a structure 
comprising at least two different kinds of materials being next to or substantially next to each 
olhcr. (See Office Action, page 4, paragraph 3). With respect to Applicants' limitation of a 
"heat transfer area exlending beyond the active area", the PTO states: 

Please sec Fronk ct al at Figure 1, plate "8", especially at the outer portions of "20" and 
"22", figure 2, especially at the outer portions of "20" and "22", figure 2, especially at the 
ouler portions of "64", "66", "72", "74", "80", and "82". ...The law requires that 
applicants must provide an evidence to the contrary for an inherent property (or close to 
it) of a material for the patentability of the claims as clearly staled out and set forth in 
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paragraph V above. 

(Oft ice Action of July 9, 2004, pages 5 & 6) 

Applicants appreciate the detailed basis of rejection but must respectfully disagree. As 
noted above, the PTO has ignored the structural limitations of Applicants' independent claims 
and maybe attempting to rely on inherency to satisfy its burden to provide a prima facie case of 
obviousness. 

It will be shown that each independent claim is nonobvious over the cited combination of 

references. 

Rejection of Inde penden t Claims 1 fliid_jj_ 

The cited combination of references fails to provide a prima facie case of obviousness " 
with respect 1o the inventions ofindependent claims 1 and 1 1 because it fails to provide all of the 
necessary claim limitations and/or to provide a motivation to modify the references) or to 
Combine reference teachings. 

Amended independent claims 1 and 1 1 respectively disclose an apparatus and a system 
thai require a particular support having a particular core and a particular polymeric composite. 
The core must have an active urea and a heat transfer area that extends beyond the active area. 
The polymeric composite must substantially cover the active area but not the heat transfer area. 

The cited combination of Fronk in view of Lcdjcff and Landi fails to disclose a particular 
support having a particular core and a particular polymeric composite wherein the core must 
have an active area and a heat transfer area that oxlends beyond the active area and tho polymeric 
composite must substantially cover the active area but not the heat transfer area. Nor docs the 
cited combination provide any motivation to modify any of the disclosures of the cited references 
so as to obtain Applicants' required apparatus or system. 

The above noted portions of Fronk relied upon by the PTO ignore Fronk's express 
teachings as to the location of Frank's protective coating 94. For example, in col. 4, lines 46- 
53, Fronk leaches that the first exterior sheet 58 and first working face 59 of the bipolar plate 5(5 
of Figures 2 and 3 is covered with a protective coating 94. As illustrated in Figure 4, the 
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protective coaling 94 is depicted with a black and white notched protective layer. This black 
and white layer is used in figures 3 and 4 to illustrate Fronk's teaching that protective coaling 94 
extends to cover the first sheet 58 as well as the first working face 59, Moreover, a review of 
Figure 2 and Fronk's teachings at col. 3, lines 59-67 and col. 4, lines 1-25 indicates that the first 
exterior, metal sheet 58 includes all of the elements 64, 66, 72, and 74. 

11ms, the combination of Fronk's Figures 2, 3, and 4, shows that Fronk's protective 
coating 94 covers all of the 'active area* of Fronks 1 bipolar plate 56. It is also noted that 
elements 80 and 82 relied upon by the PTO are on the internal face 61 of second exterior sheet 
CO thai is not an active area as lliat term is defined by Applicants on pago 6 of Applicants' 
Specification. Thus, nothing in Fronk teaches that aiiy portion of first sheet 58 should be 
uncovered with respect to protective coating 94. Rather, Fronk teaches that both the active area 
and any heat transfer area of a conductive core of a support should be covered in a protective 
coaling 94. Fronk therefore Tails to disclose or suggest a core that has both an active area 
substantially covered with a particular polymer composite and a heat transfer area that extends 
beyond the polymeric covered active area but which not covered by the polymeric composite. 

Doth Lcdjcff and Landi fail to rectify the deficiencies of Fronk as to the limitations of 
Applicants' amended independent claims 1 and 11. 

Ledjeffct ah discloses a fuel cell wherein all of the components are made of a 
thermoplastic basic polymer, with the polymer being modified for particular components, 
Nothing in Lcfjcff discloses a structure such as that required in Applicants 5 independent claims 1 
or i 1 , That is, nothing in Lcdjcff discloses or suggests a Kiel cell having a conductive core 
having at least one particular portion covered with a polymeric composite and a different portion 
of that same core not covered with the polymeric composite. 

Indeed, U is respectfully submitted thai LedjefPs entire teachings are directed away from 
the inventions of Applicants' independent claims 1 and 11. LedjefPs invention is directed 
toward the production of bipolar plates made of a single thermoplastic base polymer so as to 
eliminate the need for a polymeric composite that protects a conductive core, One of skill in the 
art reading Lcdjcff would be directed away from a conductive core having an active area 
requiring substantial covering by a polymeric composite, A reference that leads one of ordinary 
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.skill in the art away from the claimed invention cannot render it unpatcntably obvious. Dow 
Chew. Co. v. America}) Cyammiid Co. 2 U.S.P.Q,2d 1350 (Fed. Cir, 1987). 

I^andi discloses a process for forming hard shaped molded articles of cross-linked liquid 
polybutndicnc or polyisoprenc resin and butadiene or isoprenc containing solid polymer. 
Nothing in Landi discloses or suggests an apparatus or system having a particular conductive 
core having at least one particular portion covered with a polymeric composite and a different 
portion of that same core not covered with the polymeric composite. 

Thus, taken as a whole, the inventions of Applicants* amended independent claims 1 and 
1 1 are nonobvions over the cited combination because the cited combination fails to disclose or 
suggest all of the required claim limitations. Accordingly, reconsideration and removal of the 
rejection as to amended independent claims 1 and 1 1 is respectfully requested. 

Jl«afiglmoQijd^n<Jc nt Claims 17 , 40, 61, and : 

Independent claim 17 sets forth an apparatus while independent claims 40, 61, and 61 set 
forth electrochemical cell components. 

Ill each case, the recited invention requires a particular core and a particular polymeric 
composite. The core must have an active area and a heat transfer area that extends beyond the ' 
active area. The polymeric composite must substantially cover the active area ofthe core but 
not the heat transfer area. In addition, the polymeric composite must be adhered to active area 
by an adhesion promoter. 

The foregoing remarks with respect to the rejection of independent claims 1 and 1 1 are 
hereby incorporated by reference. 

None ofthe three references relied upon by the Kxamlncr disclose or suggest a polymeric 
composilo adhered to the active area of a conductive core by an adhesion promoter. 

The disclosure of glue in l.edjcff does not suggest the use of an adhesion promoter 
because the glue in Ledjcff is used only to bond together different fuel cell components made of 
the same base polymer. This contrasts with Applicants' claimed invention which requires a 



21 



PAGE 23/27 1 RCVD AT 10112/2004 5:17:21 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-1f1 ' DNIS:8729306 * CSID:1 248 524 2700 * DURATION (mm-ss):07-30 



OCT-12-2004 -rUF 05:27 PM CANTOR COLBURN LLP 



FAX NO. 1 248 524 2700 



P. 



RGP-0072 

conductive core having both an active area and a heat transfer area extending beyond the active 
area of the core wherein only the active area is covered by a polymeric composite adhered via an 
adhesion promoter. Lcdjcrf does not disclose or suggest such a construction. Support for a 
'position to the contrary is respectfully requested. 

Not withstanding such differences, it is also noted that Applicants* dependent claims 23, 
and 45 require a metallic conductive core, Since Lcdjcff is limited to polymeric components, 
LedjciT cannot disclose or suggest the inventions of dependent claims 23 and 45, 

It is therefore respectfully submitted that the inventions of independent claims 17, 40, 61, 
and 62 arc mnobvious over the cited combination because the cited combination fails to provide 
a prima facie case of obviousness. In particular, the cited combination fails to disclose or 
suggest apparatus or electrochemical cell components having Applicants' particular! y required 
construction of a conductive core having both an active area and a heal transfer area extending 
beyond the active area of the core wherein only the active area is covered by a polymeric 
composite adhered via an adhesion promoter. 

Independent claims 40 and 61 are additionally defined by functional limitations. 

For example, independent claim 40 further characterizes the claimed electrochemical celt 
component by requiring it to have a volume resistivity of 0.1 16 or less. However, nothing in the 
cited combination of references indicates that this is a desirable volume resistivity for an 
electrochemical cell component having Applicants' required construction. Indeed, in view of the 
foregoi hg di [Terences noted above, it is respectfully submitted that nothing in the cited 
combination would lead one or skill in the art to believe that an electrochemical cell having 
Appl icants' required construction would even be capable of such a volume resistivity, 
resistivity. Obviousness cannot be predicated on what is unknown. In re Spormann, 1 50 
U.S.P.Q. 449, 452 (C.CP.A. 1966). 

Similarly, independent claim 61 requires the polymeric composite have a linear shrinkage 
per unit length in the X-Y plane of less than or equal to about 0.0005. Nothing in any of the 
cited references suggests that linear shrinkage is of concern in the selection of a polymer 
composite for use in an electrochemical cell component. In the absence of such a suggestion, 
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Applicants' required functional limitation is unknown from a review of the cited combination of 
references, The mere fact that a certain thing may result from a given set of circumstances is not 
sufficient to establish inherency. In re Oelrich, 212 U.S.P.Q. 323, 326 (C.C.P.A. 1981), 

It is respectfully submittal that the functional limitations of independent claims 40 and 
f>J additionally distinguish over the recited combination of references to the extent that the 
combination fails to provide a prima facie case of obviousness, 

Rejection .o f Independent Clai ms 63 and 76. 

Independent claim 63 sets forth an electrochemical cell component while independent 
claim 76 discloses a method of making an electrochemical cell component. 

The cell component of independent claim 63 is similar to independent claims 1 and 1 1 
hut additionally requires that the polymeric composite substantially covering the active area have 
a channel. Thus, Iho invention of claim 63 requires a particular core and a particular polymeric 
composite, The core must have an active area and a heat transfer area that extends beyond the 
active area. The polymeric composite must substantially cover the active area of the core but 
not the heat transfer area. In addition, the polymeric composite must have a channel. 

Claim 76 requires that a particular polymeric composite be molded onto a particular 
conductive core. 

The Toregoing remarks with respect to the rejection of independent claims 1 and II are 
hereby incorporated by reference. 

In addition, it is noted that Fronk teaches that protective coating 94 can be applied by 
cketrophorctic deposition, brushing, spraying, spreading, or laminating. See Fronk, col 5 7 lines 
2 1 -23. Lcdjef flenches that the various polymeric components of the fuel cell be glued or 
welded together or combined with pressure. See T«edje£f, col. 6, lines 53-67. 

Also, nothing in any of the cited references discloses a channel in a component that 
would suggest ive of Applicants* polymeric composite. The PTO is again invited to provide 
support for any position to the contrary. 
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Thus, neither reference discloses or suggests molding a polymeric composite to a 
conductive core in the making of an electrochemical cell component or for molding a channel 
inio the particular electrochemical cell component having the particularly structured molded 
polymeric composite. The PT O is respeclfully asked to provide detailed support for any position 
lo the contrary. 

Accordingly, it is respectfully suggested that the cited combination of references fails to 
provide a prima facie case of obviousness with respect to tho inventions of independent claims 
63 and 76. Reconsideration and removal ofthe rejection as to these claims is respectfully 
requested. 

Rejection of In depen dent Claim 77. .. 

Independent claim 77 sets forth an electrochemical cell that requires a conductive core ' 
and a particular polymeric composite. The core must have an active area and a heat transfer 
area Lhat extends beyond the active area. The polymeric composite must substantially cover a 
first side of the active area ofthe core and must have a channel that is non-conformal lo the * 
underlying active area. 

The foregoing remarks with respect to Ihe rejection of independent claims 1 and 11 arc 
hereby incorporated by reference. 

Applicants have reviewed the cited combination of references but have failed to arrive at 
the PTO*s basis of rejection for the invention of independent claim 77. The PTO is respectfully 
requested to provide support for the rejection, \ 

Conclusio n 

It is therefore respectfully submitted that the inventions of Applicants' pending 
independent claims are nonobvious over the cited combination because the cited combination 
Tails to disclose or suggest all of the required claim limitations. 

Similarly, in as much as all ofthe pending dependent claims incorporate the limitations 
of at least one independent claim, they are likewise submitted to be patentable and nonobvious 
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over the cited combination. Accordingly, reconsideration and removal of the rejection as to all 
pending claims is respectfully requested. 

It is respectfully submitted that the foregoing amendments and remarks fully comply with 
the Office Action and that the pending claims are now in a condition suitable for a Notice of 
Allowance. Accordingly, a Notice of Allowance is respectfully requested. 

If there are any additional charges with respect to this Amendment or otherwise, please 
charge Ihcm to Deposit Account No. 06-1 130. 



Respectfully submitted, 
CANTOR COLBURN LLP 
Applicants* Attorneys 



Registration No. 36,814 
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